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REMARKS/ARGUMENTS 

L INTRODUCTION 

Claims 1-12 are presently pending in this application. Applicants respectfully submit that 

the rejection of claims 1-6 is improper and request reconsideration of these claims in view of the 

following arguments. Applicants further respectfully submit that the withdrawal of claims 7-12 

is improper and request that claims 7-12 be examined on the merits. 

II. IMPROPER RESTRICTION REQUIREMENT AND CONSTRUCTIVE 
ELECTION 

Applicants added claims 7-12 directed to a fuel cell assembly in response to the Office 
Action of April 20, 2005. The Examiner contends that claims 7-12 are directed to an invention 
that is independent or distinct from the invention originally claimed because the new claims are 
directed to a fuel cell assembly, which is divergent from the originally claimed tube structure. 

Applicants respectfully submit that the fuel cell assembly of claims 7-12 and the hose of 
claims 1-6 are related as a combination and subcombination respectively. "A combination is an 
organization of which a subcombination or element is a part." MPEP § 806.05(a). In order to 
establish distinctness between a combination and subcombination, two-way distinctness must be 
demonstrated. MPEP § 806.05(c). Under two-way distinctness, inventions are distinct if: (1) the 
combination does not require the particulars of the subcombination as claimed for patentability 
and (2) the subcombination can be shown to have utility by itself or in other and different 
relations. MPEP § 806.05(c). Applicant respectfully submits that there is no evidence that the 
combination fuel cell assembly is patentable without the details of the subcombination hose, and 
accordingly, restriction should not be required. MPEP § 806.05(c)(II). "Where the relationship 
between the claims is such that the separately claimed subcombination Bsp [the hose] constitutes 
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the essential distinguishing feature of the combination ABsp [the fuel cell assembly] as claimed, 
the inventions are not distinct and a requirement for restriction must not be made, even though 
the subcombination has separate utiUty." MPEP § 806.05(c)(II). The hose of claims 1-6 
constitutes the distinguishing feature of the fuel cell assembly of claims 7-12. In other words, 
the fuel cell assembly of claims 7-12 requires the particulars of the hose of claims 1-6 for 
patentabiUty. Accordingly, the inventions are not distinct, and a requirement for restriction may 
not be properly made. 

Furthermore, not only are the inventions of claims 1-6 and 7-12 not distinct, the 
Examiner has also not made a showing as to the reasons for insisting upon restriction (i.e., 
separate classification, status, or field of search). MPEP § 808.02. 

While MPEP § 821.03 governs the presentation of "claims directed to an invention 
distinct from and independent of the invention previously claimed" and requires the applicant "to 
restrict the claims to the invention previously claimed," the Applicants respectfully submit that 
they have established that the invention of claims 7-12 is not distinct from and independent of 
the invention of claims 1-6. 37 C.F.R. § 1.145 (emphasis added). Accordingly, the Applicants 
request that the restriction requirement and constructive election under MPEP § 821.03 be 
withdrawn and that the Examiner examine and consider claims 7-12. 
III. REJECTION OF CLAIMS 1, 3, AND 4 UNDER 35 U.S.C. § 103(A) 

Claims 1, 3, and 4 stand rejected as being unpatentable under 35 U.S.C. § 103(a) over 
Ostrander et al. (U.S. Patent No. 6,240,970) in view of Fukushi (U.S. Publication No. 
2003/0087053) and Kodama et al. (U.S. Patent No. 5,937,91 1). Applicants respectfully submit 
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that the rejection of claims 1, 3, and 4 under 35 U.S.C. § 103(a) is improper because there is no 

suggestion or motivation in the prior art to combine the cited references. 

"Patent examiners carry the responsibility of making sure that the standard of 

patentabihty enunciated by the Supreme Court and by the Congress is applied in each and every 

case /' MPEP § 2141 (emphasis in original). 

To estabUsh a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there 
must be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all of the claim limitations. 

MPEP § 2143. AppHcants submit that that there is no suggestion or motivation to combine the 
teachings of Ostrander et al., Fukushi, and Kodama et al. 

Independent claim 1 recites: "A hydrogen feeding hose for a fuel cell, the hose 
comprising three hydrogen barrier layers which are from the inside towards the outside: a layer 
comprising a fluorine-based thermoplastic material; a layer comprising a vinyl ethylene alcohol; 
and a layer comprising a polvbutvlene terephthalate ." (emphasis added). Applicants respectfully 
submit that there is no suggestion or motivation to combine the teachings of Ostrander et al., 
Fukushi, and Kodama et al. to achieve the structure of the present invention as recited in claim 1. 

Ostrander et al. discloses a tube for handling hydrocarbon material with an inner layer 
comprised of a polyamide (col. 4, 11. 47-51) or a fluoroplastic material, such as polyvinylidene 
fluoride (PVDF) or ethylene tetrafluoroethylene (ETFE) copolymer (col. 6, 11. 47-55); an 
intermediate layer that may be comprised of ethylene vinyl alcohol (EVOH) in those 
embodiments in which the inner layer is a polyamide (col. 10, 11. 28-43); and an outer layer of a 



4 of 7 



^App. No. 10/679,260 
* Amendment dated 12/07/2005 
Reply to Office Action of 10/06/2005 

thermoplastic material, such as nylon, polyether block amides or polypropylene, a thermoplastic 
elastomer, such as SANTOPRENEO®, or a thermoplastic rubber composition (col. 1, 11. 33-52). 

The Examiner acknowledges that Ostrander et al. does not disclose the use of 
polybutylene terephthalate (PBT) as an outer layer. (Office Action of April 20, 2005 p. 3). 
However, the Examiner asserts that one of ordinary skill in the art would be motivated by 
Kodama et al. to employ an outer layer that can be formed of a polyester resin, including PBT, in 
place of an outer layer comprised of polyamides in Ostrander et al. since "[polyamides and PBT] 
are equivalent materials used interchangeably, and . . . PBT would have certain beneficial 
qualities over the polyamide for use in specific environments and would provide different 
properties for use in different environments to make the hose more useful for a wider range or 
applications." (Office Action of April 20, 2005, pp. 3-4). 

A prima facie case of obviousness has not been established because these statements do 
not identify a sufficient suggestion or motivation in the references for modifying Ostrander et al. 
to include a PBT layer. "The mere fact that references can be combined or modified does not 
render the resultant combination obvious unless the prior art also suggests the desirability of the 
combination." MPEP § 2143.01 (citing re Mills, 916 F.2d 680 (Fed. Cir. 1990)). "When the 
motivation to combine the teachings of the references is not immediately apparent, it is the duty 
of the examiner to explain why the combination of the teachings is proper." MPEP § 2142 
(citing Ex Parte Skinner, 2 USPQ2d 1788 (Bd. Pat. App. & Inter. 1986)). First, the outer layer is 
not necessarily comprised of polyamides, but of the various thermoplastic materials identified in 
col. 1, 11. 33-52 of Ostrander et al. Second, if the materials are "interchangeable" as asserted by 
the Examiner, there is no suggestion or motivation to modify the Ostrander et al. reference to 
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include a PBT layer because there is no benefit to substituting one material for the other so as to 
motivate one of ordinary skill in the art to modify the reference. Although the Examiner states 
generally that PBT has "certain beneficial qualities over the polyamide for use in specific 
environments," the Examiner has failed to identify any of these qualities or state why they would 
lead one of ordinary skill in the art to modify Ostrander et al. Finally, "[i]n order to rely on 
equivalence as a rationale supporting an obviousness rejection, the equivalency must be 
recognized in the prior art , . . and cannot be based on applicant's disclosure or the mere fact that 
the components at issue are functional or mechanical equivalents." MPEP § 2144.06. The 
Examiner has failed to provide evidence that the equivalency is recognized in the prior art. 

Because there is no suggestion or motivation to combine the teachings of Ostrander et al., 
Fukushi, and Kodama et al.. Applicants respectfully submit that the rejection of independent 
claim 1 under 35 U.S.C. § 103(a) is improper. Accordingly, Applicants request that the rejection 
be withdrawn. Further, because each of claims 3-4 depend from independent claim 1, Applicants 
submit that the rejection of claims 3-4 under 35 U.S.C. § 103(a) is improper and request that the 
rejection of claims 3-4 be withdrawn. 

IV. REJECTION OF CLAIM 2 UNDER 35 U.S.C. § 103(A) 

Claim 2 stands rejected as being unpatentable under 35 U.S.C. § 103(a) over Ostrander et 
al. in view of Fukushi and Kodama et al., and further in view of Blasko et al. (U.S. Patent No. 
6,776,195). Claim 2 depends from claim 1 directly, and therefore contains all the limitations 
thereof Accordingly, for at least the same reasons given above in connection with claim 1, 
Applicants respectfully submit that the rejection is improper and request reconsideration and 
withdrawal of the rejection, 
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V. REJECTION OF CLAIMS 5-6 UNDER 35 U-S.C. § 103(A) 

Claims 5-6 stand rejected as being unpatentable under 35 U.S.C. § 103(a) over Ostrander 
et al in view of Fukushi and Kodama et al., and further in view of Nishino et al. (U.S. Patent 
No. 6,089,278). Claims 5-6 depend from claim 1, either directly or indirectly, and therefore 
contain all the limitations thereof. Accordingly, for at least the same reasons given above in 
connection with claim 1, Applicants respectfully submit that the rejections are improper and 
request reconsideration and withdrawal of the rejection. 

VL CONCLUSION 

For the above cited reasons, all of the claims presently pending in this application are 
believed to be allowable. If the Examiner has any further questions or concerns, the Examiner is 
invited to contact the Applicant's undersigned attorney. 



Respectfully submitted. 



Date: December 7, 2005 




Michelle R. Osinski, Reg. No. 56,427 
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